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APPELLANTS' OPENING BRIEF.

r.

Statement as to Jurisdiction.

This is an action for infringement of statutory copy-

rights and for unfair competition. Defendant Dashiell

Hammett counterclaimed for a declaration of rights.

Judgment was entered May 19, 1952, against the plaintiffs

on their claim and declaring Hammett to have unlimited

rights to use the characters appearing in the copyrighted



—2—

works. Jurisdiction in the District Court on the action

existed under former Section 34, Title 17, United States

Code, and now under subdivisions (a) and (b) of Sec-

tion 1338, Title 28, United States Code. Jurisdiction of

the counterclaim was asserted under Sections 1332 and

2201, Title 28, United States Code. Jurisdiction of this

Court on appeal exists under Section 1291, Title 28,

United States Code.

11.

Statement of the Case.

Preliminary.

Appellee Dashiell Hammett was the author of a novel

entitled "The Maltese Falcon." In 1928, by written con-

tract prior to publication, Hammett sold the novel

to appellant Alfred A. Knopf, Inc. In 1930 Knopf [Inc.],

published the work as a book and became and has been

ever since the sole proprietor of statutory copyright on

the work. In 1930, after publication, Knopf and Ham-

mett joined in a contract granting the exclusive radio,

television and motion picture rights to the appellant War-

ner Bros. Pictures, Inc. Warner made three motion

pictures based on the novel between 1931 and 1941, all

copyrighted in its name. In 1946, or sixteen years after

publication, Hammett executed a third contract which

purported to grant the exclusive right to use the charac-

ters from the novel in the fields of radio, television and

motion pictures, under which the appellees produced a

long series of radio programs utilizing such characters,

particularly the central figure known as "Sam Spade."

Sam Spade and the other characters involved were new

and original when presented in the novel. In the radio
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program these characters were identified by name and

characteristics as the identical persons of "The Maltese

Falcon." The contracts of 1928 and 1930, to each of

which the author was a party, purport on their face to

dispose of all rights whatsoever in the novel and vest

these rights in the appellants. The contract of 1946

made by the author, and to which neither of the appel-

lants was a party, was also on its face an exclusive grant

for the use of the same characters. Appellees pleaded

and the Trial Court found that by custom the right to

reuse a character or characters created by and in a liter-

ary work was retained by the author and that in accord-

ance with such custom the 1930 contract should be in-

terpreted as though it contained such a reservation.

Hammett as the author was declared to have the right to

use, and authorize others to use, the characters appear-

ing in the original novel without limitation, notwithstand-

ing the terms of the 1928 and 1930 contracts and the

ownership of the copyrights by appellants.

The validity and existence of the copyrights are not

in dispute, nor is the fact that appellant Knopf is and

was at all relevant times the sole proprietor of the copy-

rights in the novel except for the effect of the 1930 grant

to appellant Warner. The execution and the express

terms of the three contracts involved (1928, 1930 and

1946) are not questioned. There is no substantial con-

flict in the evidence on any major issue decided by the

Court. It is not disputed that Hammett was the author

of the novel and that that work and the characters there-

in contained were original creations of the author. The

controversy thus concerns the right of appellees to pro-

duce the radio program, and the obvious query is whether

Hammett in effect sold conflicting rights successively to

two different purchasers.



To simplify discussion, the parties to the action are

referred to herein by surname or in the case of corpora-

tions by use of a single distinctive portion of the cor-

porate name. The relationship of the parties to each other

may be summarized as follows : The appellant Alfred

A. Knopf, Inc. (Knopf) is the publisher of the book,

the sole copyright proprietor of the work and the grantee

under the 1928 contract. Appellant Warner Bros., Pic-

tures, Inc. (Warner) is the producer of the motion pic-

tures involved, the copyright proprietor of those pictures

and the grantee under the 1930 contract. The appellees

are nine in number: Dashiell Hammett was the author

of the story and a granting party to the 1928, 1930 and

1946 contracts. Regis Radio Corporation (Regis) is

the assignee of the asserted rights under the 1946 con-

tract and produced the radio program. William Spier

was an employee of Regis serving as the technical pro-

ducer, director and editor of the program. William

Robert Tallman, Giles Doud and Joe Eisinger (also known

as Jason James) were writers employed by Regis and

the authors of radio scripts for the program. Wildroot

Company, Inc. (Wildroot) was the commercial sponsor

of the program. Batten, Barton, Durstine & Osborn,

Inc. (Osborn), was the advertising agency intermediate

between the sponsor and the actual program. Columbia

Broadcasting System, Inc. (CBS), was the actual radio

network broadcaster.

In greater detail, the material facts shown by the

record are as follows:
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A. The Pleadings.

The complaint herein [Second Amended and Supple-

mental Complaint] alleges: The publication of and copy-

rights on 'The Maltese Falcon" [Tr. pp. 1-6], the vesting

of such copyrights in Knopf [Tr. p. 6] and the grant

of all motion picture, radio and television rights to War-

ner [Tr. p. 7]. It alleges the production of a series radio

program by the defendants under the title 'The Adven-

tures of Sam Spade" [Tr. pp. 7-8] and asserts such

action to be unfair competition [Tr. p. 9] and an in-

fringement of the literary work in parts and as a whole

[Tr. pp. 7-14] and an infringement of three motion pic-

tures based on the work and likewise copyrighted [Tr.

pp. 17-19]. Similar but separate claims were made with

respect to a particular episode program entitled "The

Kandy Tooth" [Tr. pp. 14-17 and 19-20] which was

broadcast twice.

The answers [Hammett Tr. pp. 22-55, others pp. 55-

67] deny infringement or unfair practices and assert

affirmatively [Tr. pp. 26-29 and 61-63] that Hammett

utilized Sam Spade as the central and leading character

in other works pursuant to a well known custom in de-

tective story writing and that Hammett had [Tr. pp.

29-31 and 63-65] assigned and granted the other appellees

such right to utilize the character in the fields of radio,

television, motion pictures and other media of the enter-

tainment industry. The answers also affirmatively as-

serted defenses of laches and estoppel, and Hammett sepa-

rately counterclaimed for a declaratory judgment deter-

mining the rights of the parties [Tr. pp. 32-36].



B. The Contracts and Copyrights.

The story by Hammett was first published as a serial

in "The Black Mask" magazine in five installments be-

tween September 1929 and January 1930. Each instal-

ment was copyrighted by and in the name of the publisher

of the magazine and all such copyrights upon completion

of publication of the final instalment were assigned to

Knopf by the magazine, such assignment being duly

recorded [Findings IX and XIII, Tr. pp. 100-102].

Knopf published the story as a book and copyrighted

same in its name in February 1930 [Finding XV, Tr. pp.

102-103]. Knopf is and has been at all times since that

time the sole proprietor of the statutory copyrights in

the work.

The publication by Knopf was pursuant to a contract

with Hammett dated March 29, 1928 [Pltf. Ex. 33, Tr.

pp. 482-497] herein referred to as the 1928 contract.

This contract conveyed to Knopf the sole and exclusive

right to publish the work [Par. First (a), Tr. p. 482]

and

"second serialization, selection, syndication, transla-

tion, dramatic, motion picture, radio, broadcasting

and all other rights excepting first serial" [Par.

Fourth (c), Tr. p. 496].

Under date of June 23, 1930, Hammett and Knopf

joined in a contract [Tr. pp. 37-49] granting to Warner

various rights in the story, reserving only the right of

presentation upon the spoken or legitimate stage, but

conveying to Warner

"all other now or hereafter existing dramatic, ex-

hibition or other presentation rights in the writings,
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and without limiting- the generaHty of the foregoing,

inchiding talking motion picture rights * * * ^s

well as the right to transmit and exploit scenes and

pictures taken or adapted or based upon said writ-

ings, the language, title and dialogue thereof by

radio, television or otherwise" [Par. (f), Tr. p. 40].

The contract also gave Warner the right to change, add

to, interpolate and subtract from the work and to use

the name of Hammett for publicity. Concurrently with

the execution of the 1930 contract, Knopf as the owner

of record of the statutory copyright executed a separate

instrument for recordation purposes assigning to Warner

exclusively the

"motion picture rights * * * ^s well as radio,

broadcasting and television rights" [Pltf. Ex. 16,

Tr. pp. 447-449].

Sixteen years later Hammett executed a written in-

strument dated May 15, 1946 [Ex. 7, Tr. pp. 446, and

51] which in terms granted to E. G. Rosenberg and

Larry White, the predecessors of Regis,

''the sole and exclusive right to the use in the fields

of radio, television, motion pictures and/or any

other media of the entertainment industry now known

or hereafter created, of a fictional, literary and

dramatic character, originated, conceived and created

by me, known as Sam Spade."

Hammett orally enlarged this grant to include the other

characters [Finding XH, Tr. p. 109]. The radio show

of the appellees under the title "The Adventures of Sam

Spade" was produced pursuant to this contract.



C. The Radio Program.

The Trial Court found [Finding IX, Tr. pp. 100-101]

that the character of Spade was first created and pub-

lished in 1929 in "The Maltese Falcon" and had been

originated and created from the imagination and experi-

ence of Hammett. Hammett in 1932 wrote and had

published three short stories, in each of which Spade was

the detective [Finding XX, Tr. p. 107]. It found [Find-

ing XXII, Tr. p. 109] that in preparing scripts for the

radio program the defendants had referred to the novel,

the three short stories and to other writings of Hammett

to obtain characterizations of Sam Spade and the lesser

characters, but that all other features and material of

the radio scripts were original with the defendants or

taken from the public domain and that no infringement

had occurred.

The radio program under the title "The Adventures of

Sam Spade" was broadcast weekly from 1946 to 1950

in some 180 half-hour episodes. A longer episode under

the title "The Kandy Tooth" was presented a second time

on another series called "Suspense" [Finding XXI, Tr.

p. 108].

Each program was a separate episode in which the

detective Sam Spade solved a case. Each program also,

with rare exceptions, included by name two other char-

acters from "The Maltese Falcon," Spade's secretary,

Effie Perrine and police lieutenant Dundy. From week

to week the other characters changed in name and phy-

sical description, but not in dramatic function. On oc-



casions, other characters from "The Maltese Falcon"

were used by name. The announcements opening the

radio programs each week uniformly stated that Dashiell

Hammett and William Spier "join their talents" to pre-

sent the program. The announcer each week referred

to Spade as "Dashiell Hammett's famous private detec-

tive" [See Exs. 4al through 4cl5, and the form of an-

nouncements reprinted in appendix to this brief]. Ham-

mett did not in fact write any of the radio scripts,

though he knew and approved of the manner in which

his name was being used. The use of the names, plus

the announcements, plus the references to "The Maltese

Falcon" in the scripts themselves leave no doubt that

Sam Spade of the radio and the Sam Spade of the motion

picture and novel were the same fictional person. This

use and identification of characters followed from the

belief of the appellee writers that they were entitled to

use everything in the novel "The Maltese Falcon" except

the plot or story line.

D. Questions Involved.

The case presents four primary questions in the deter-

mination of which some matters of first impression are

involved.

1. The appellees assert that they had the right to

present the radio program as they did under any by virtue

of a grant made in 1946 from Hammett as the author.

Whether this purported grant could actually pass any

right or title which would justify such use as against the

appellants depends upon whether Hammett, as the gran-
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Itor, had any such right which he could convey. To

avoid the effects of the 1928 and 1930 contracts, claim

was made and the Court found [Findings XVII and XX,

Tr. pp. 105 and 107] that a custom existed by which an

author, in the absence of an express agreement to the

contrary, retained all rights to reuse characters created

by him, and that by virtue of such custom the 1930

contract must be construed as so reserving such rights

to an author. The first question is whether any such

custom, even if proved to exist, could have any such

effect on the contracts in this case, and, if so, was such

a custom proved.

2. The second question is whether, if the purported

grant from Hammett to appellees did not convey the

necessary rights, the usage actually made by the appellees

constitutes infringement of copyright. Appellants say

that the characterization of Sam Spade, the character

relationships, plus the minor characters, constituted a

unique and original and extremely important part of

"The Maltese Falcon," and the appropriation of these

elements constitutes infringement of the copyrights. ^M

3. The third question is whether, through use of the

characters by name and by constant reference to the

literary works in the broadcast, the appellees were guilty

of unfair use and competition.

4. The last question is whether Hammett was entitled

to a declaration that he did own the character rights, and

could pass them on or use them as he saw fit.
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III.

specification of Errors.

1. Finding of Fact XVI is erroneous in so far

as it finds that any custom existed that had or could have

any significance in the interpretation of the contracts.

2. Finding of Fact XVII is erroneous in so far as it

finds or concludes that (a) in the absence of any agree-

ment to the contrary, an assignment of copyright did not

include the right to the exclusive use of the characters

portrayed in the copyrighted work, and (b) the author

customarily retained so-called character, series and sequel

rights in work after copyright.

3. Finding of Fact XVII is erroneous in so far as

it finds (a) that it had become a fixed custom and prac-

tice that in the absence of express agreement to the con-

trary, an assignment of copyright in the field of writing

did not include the right to the exclusive use of the

characters portrayed in the copyrighted work, and (b)

that the author customarily retained so-called character,

series and sequel rights in the copyrighted work.

4. Finding of Fact XVII is not supported by the

evidence in so far as it finds that there was a custom

as described therein and that same was known to plaintiff

Warner.

5. Finding of Fact XXI is erroneous in so far as it

finds (a) that the right to use the fictional character

known as Sam Spade in the fields of radio, television

and motion pictures was granted to Rosenberg and White,
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and (b) that defendant Regis Radio Corporation be-

came the assignee of any such rights.

6. Finding of Fact XXII is erroneous in so far as

it finds that (a) the right to use the character Sam

Spade, and (b) the right to use the other characters of

"The Maltese Falcon" on radio were granted to Rosen-

berg and White by Hammett.

7. The Trial Court's Finding of Fact XX is er-

roneous in so far as it finds that "defendant Hammett

followed the established custom and practice of writers

in the detective literature field hereinbefore in Finding

No. XVII referred to" and in finding that plaintififs

knew of use of Spade.

8. Conclusion of Law I is erroneous in concluding

(a) that the contract of June 23, 1930 is ambiguous

and (b) in construing said contract to give effect to the

supposed custom of authors to reserve character, series

and sequel rights in their works.

9. Conclusion of Law I is in conflict with Finding

of Fact XVI and is in conflict with the stipulated facts

and is not supported by the Findings of Fact.

10. Conclusion of Law II is in conflict with Finding

of Fact XVI and is in conflict with the stipulated facts.

11. Conclusion of Law III is in conflict with Finding

of Fact XVI and is in conflict with the stipulated facts.

12. Finding of Fact XXII is erroneous in so far

as it finds (a) that all material and features other than
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the characterizations in the broadcast series were original

with certain defendants or taken from the public domain,

and (b) that none of the defendants copied plaintiffs'

works or infringed plaintiffs' copyrights.

13. The portion of Finding XXII which finds that

the leading characters and characterizations of plaintiffs'

copyrighted work were copied by defendants is in con-

flict with the portion of said finding which states that

plaintiffs' copyrights were not infringed.

14. Conclusion of Law V is not supported by the

Findings.

15. Conclusion of Law V is in conflict with the

Findings and the stipulated facts that plaintiffs are the

sole copyright proprietors of "The Maltese Falcon," and

that defendants have used the principal characters and

imitated the outstanding characterizations of "The Mal-

tese Falcon."

16. The Trial Court erred in failing to conclude as a

matter of law that as to each broadcast defendants had

infringed each of plaintiffs' copyrights.

17. Finding of Fact XXIII is erroneous In so far

as it finds (a) there was no deception or confusion of

the public by the acts of the defendant, and (b) that

defendants did not engage in any unfair trade practices

or unfair competition, and (c) there was no deception or

palming off by defendants.

18. Finding of Fact XXVII is erroneous as a whole.



—14—

19. Conclusion of Law IV is in conflict with Find-

ings of Fact XVI, XXII and XXIII and is in conflict

with the stipulated facts.

20. Conclusion of Law V is not supported by the

Findings of Fact.

21. The Trial Court erred in failing to conclude as

a matter of law that as to each broadcast defendants were

guilty of unfair competition and unfair trade practices

against plaintiffs.

22. The Trial Court erred in concluding that Ham-

mett retained the right to sell and use in the radio, tele-

vision and motion picture fields other stories containing

the character Sam Spade and the supporting characters

first created by him in "The Maltese Falcon" and the

right to license other persons to do so [Conclusions of

Law II and III].

23. Conclusion of Law VI is not supported by the

Findings of Fact.

24. Conclusion of Law VI is in conflict with the

Findings and the stipulated facts.

25. The Trial Court erred in failing to dismiss the

counterclaim upon the ground that it failed to state a

claim upon which relief could be granted.

26. Finding of Fact XXII is erroneous in so far as

it finds that defendant Hammett had no connection with

the presentation or production of any of the radio pro-

grams other than that he was referred to by name on

each week's program.
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IV.

Summary of Argument.

I. The appellees owned no rights justifying the use

of the characters for:

A. It was error to apply custom in the interpretation

of the contracts and in determining the rights of the par-

ties thereunder (Specifications of Error 1, 2, 3, and 5

to 14, inch) because even assuming such custom was

proved (a) the customs found are not relevant to the

meaning or effect of any provisions in these contracts,

and (b) the terms of the 1928 contract clearly divest

Hammett of all rights here material and preclude any

reservation under custom, and (c) the 1930 contract did

not grant any rights to Hammett and he had none to

reserve.

B. The evidence fails to support the Findings as to

the existence of any custom relevant to these contracts

(Specification of Error 4) because (a) the testimony

and the stipulated facts show only that many authors

have reused characters, and (b) it does not appear that

i in the examples shown the authors did so merely as au-
i

thors, not as copyright proprietors, and (c) Hammett has

' never been the copyright proprietor here, and (d) the

evidence refers to transactions between writers and pub-

lishers, while the 1930 contract is with a producer of mo-

tion pictures and relates to pictures, radio and television

rights.
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II. The use by appellees was an infringement of copy-

right (Specifications of Error 10, 12, 13, 14, 15, 16,

18, 20, 22 and 26) because:

A. The characterizations, names and relationships

were taken from the novel;

B. The taking of delineated characters is copyright

infringement; and

C. The characters here were so delineated.

III. The uncontroverted facts prove unfair competi-

tion as a matter of law (Specifications of Error 17, 19,

20, 21 and 22) because:

A. The names Sam Spade, Effie, Gutman, are valuable

trade names reflecting the good will of appellants' success-

ful business.

B. The use of those names on the radio series cap-

tures for appellees the benefits of appellants' sixteen years

of successful exploitation of those names.

C. The announcements used on the radio programs,

plus other references to The Maltese Falcon, tend to

deceive the public and confuse appellees' business with

appellants' business.

D. In order to keep faith with his contractual obliga-

tions, Hammett has a duty not to put a competing Sam

Spade into radio and motion pictures.

IV. The Declaratory Judgment is hypothetical (Speci-

fications of Error 18, 23, 24 and 25).
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ARGUMENT.

POINT I.

Appellees Owned No Rights to Use the Characters.

A. The Court Erred in Applying Custom in Construing

the Contracts.

a. The Customs Found Are Irrelevant.

The holding that Hammett and his assignees had the

right to use the characters is based entirely upon the use

of custom in construing contracts. Custom, when proved,

is recognized as relevant for only three major purposes

and may be accepted by the courts in a contract matter:

(1) to define the meaning of words actually used in an

agreement, (2) to add or interpolate terms in an agree-

ment to reflect the usage where the contract is silent,

and (3) to make inapplicable rules of law which would

be otherwise applicable. These purposes appear to be

generally accepted (Restatement of Law of Contracts,

Sec. 245, Williston on Contracts, Rev. Ed., Vol. 3,

Sec. 648, p. 1871; 55 Am. Jur., p. 288, Sec. 27; 25 C. J.

S., pp. 111-114, Sees. 23-26). Of these general cate-

gories only the second can possibly be here involved.

There has never been any assertion that some rule of law

is inapplicable or that any particular words or phrases

in the contracts have other than the normal English

meaning. The Findings indicate that the Trial Court

resorted to custom for the purpose of adding or inter-

polating an entire provision, reserving or granting to

Hammett the rights which are in controversy.
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The Trial Court found what appear to be three sepa-

rate practices as existing prior to 1930 [Finding XVII],

i. e., ( 1 ) that it was the custom and practice in the writ-

ing of detective fiction for the author to write sequels

and make reuse of characters therein [Tr. p. 105], (2)

that it was the custom that, in the absence of an express

agreement to the contrary, an assignment of a copyright

did not include the right to the exclusive use of the

characters in the copyrighted work [Tr. pp. 105-106],

and (3) that the author customarily retained the char-

acter, series and sequel rights in the work [Tr. p. 106].

The Court concluded (Conclusions of Law I and III)

that the 1930 contract was ambiguous in that it failed

to make provision for character, series or sequel rights,

that it must be construed in the light of the custom of

authors to reserve such rights [Tr. p. 113] and when

so construed that the particular contract must be taken to

have reserved them to the author [Tr. p. 114].

The practice of authors to reuse a character would

seem to be a mere habit indulged for the reason stated

in the only testimony given on the subject [Witness

Cady, Tr. p. 237], that by so doing an author found it

much easier to develop a story and to sell it. The fact

that many authors have reused a character is not dis-

puted, but as a practice it would seem to be as unrelated

to any issue here as the equally undisputed practice that

authors in writing usually confine themselves to a par-

ticular field, such as poetry, biography or a specific type

of fiction.

The second custom as found, that an assignment of

copyright will not include character rights unless specifi-

cally granted, seems to be precisely the class of practice

considered by this Court in Murphy v. Warner Bros.
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Pictures, Inc., 112 F. 2d 746. There the claim was made

that a grant of motion picture and sound rights did not

by custom include dialogue and talking rights unless

such rights were expressly transferred and enumerated

in the contract. This Court said (p. 749) :

*'This is stretching the function of custom beyond

that recognized by the law. It makes no difference

how the industry is in the habit of phrasing their

contracts any more than does the character of paper

upon which they are written. Custom to be effective,

must be one with relation to the meaning or effect

of the terms used in the contract."

Furthermore, this custom as found by the Court has

reference to the content and effect of an assignment of

copyright. It is true and was found [Findings XIII and

XV, Tr. p. 102] that Knopf is and has been since Feb-

ruary 19, 1930, the sole copyright proprietor, except for

the effect of the 1930 grant to Warners. The only as-

signment of copyright is the assignment from the maga-

zine publisher to Knopf. Hammett never has been the

copyright proprietor, and has not made and could not

make any assignment.

If the assignment of copyright referred to in the Find-

ing relates to the original rights of an author, usually

referred to as common law copyright, the asserted cus-

tom would certainly be irrelevant because the common

law copyright is completely extinguished by statutory

copyright and the parts or subdivisions under such com-

mon law copyright, with or without any express reserva-

tion, would not survive publication and statutory copy-

right. There could be no reservation of any part of the

common law property right when the whole is so ex-
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tinguished. Statutory and common law copyright can-

not co-exist.

Photo-Drama Motion Picture Co. v. Social Uplift

Film Corp., 220 Fed. 448 at 450;

Caliga v. Trans-ocean Newspaper Co., 215 U, S.

182, 54 L. Ed. 150;

Holmes v. Hurst, 174 U. S. 83, 43 L. Ed. 904.

The third practice found to exist [Finding XVII, Tr.

p. 106], that an author customarily retained the character,

series and sequel rights in his work, is actually similar

to the first of such practices and likewise appears to be a

conclusion. The fact that many authors may take pre-

cautions to retain such rights does not prevent one au-

thor from surrendering all such rights if he chooses so

to do. The specific contracts involved in this case clearly

indicate such an intention. Furthermore, the practice as

found in no way indicates that authors desiring to retain

rights did not so by customarily insisting upon appropriate

provision for reservation in their contracts.

b. The 1928 Contract Divested Hammett of All
OF THE Rights Which Are Involved Here.

The 1928 contract [Ex. Z2>, Tr. pp. 482-497] is on its

face a complete written contract between Hammett and

Knopf. The instrument does not mention "The Maltese

Falcon" by name, but it was stipulated that "The Maltese

Falcon" is one of the two unnamed works which were

published under that contract [Tr. p. 124].

There is actually no finding or conclusion of the Trial

Court that the 1928 contract must be construed in the

light of any asserted custom. Appellees neither pleaded

nor attempted to prove any custom afifecting the 1928
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contract. This contract, which was made prior to any

publication, is a grant by Hammett which converts any

preexisting common law right into a chose in action for

royalties or money so far as he is concerned. Therein

he grants to Knopf as the publisher [Subd. (a), par.

First, Tr. p. 482],

"the sole and exclusive right to publish the work
* * * in book form, in the United States of

America, and all other countries and also grants to

the Publisher such further rights as are set forth in

paragraph Fourth hereof":

Subdivision (c) of paragraph Fourth, Transcript, page

496, provides,

"that the additional rights included in subdivision

(a) of paragraph 'First' are: second serialization,

selection, syndication, translation, dramatic, motion

picture, radio broadcasting and all other rights ex-

cepting first serial. In the event of the sale of

dramatic or motion picture rights, seventy-five per

cent of the proceeds shall go to the Author and

twenty-five per cent to the Publisher. The proceeds

from the sale of all other rights shall be divided

equally between Author and Publisher."

Though the 1928 contract was made on a printed form,

paragraph Fourth (c) is a typewritten addition. The

transcript does not show which words are printed and

which are typewritten but this is apparent from the

original photostat exhibit. If there were any inconsis-

tency between the printed provisions and the specially

typed language, then the latter would prevail {Lomax

Transportation Co. v. United States (9 Cir.), 183 F. 2d

331, 333). But there is actually no inconsistency. The
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language seems to cover every right which can exist

in a copyrighted novel under Section 1 of Title 17, United

States Code. The expression "all other rights" is used

both in the list of things granted and also in the clause

relating to payment of money. It was certainly the in-

tention of the parties that this contract should cover every

use of the literary work which could result in monetary

returns to the parties. The single revenue-producing

right which was not granted to Knopf was ''First Serial."

This express exception in this prepublication contract

made it possible for Hammett to cause the work to be

run as a serial in Black Mask magazine [Tr. p. 452],

which was followed by assignment of the copyrights

therein to Knopf.

Nothing in this contract requires or permits any resort

to custom for any explanation, for the terms are on their

face complete and no ambiguity appears there.

Murphy v. Warner Bros. (9 Cir.), 112 F. 2d 746,

748;

Western Union v. American Association, 299 N.

Y. 177, 86 N. E. 2d 162, 166.

Custom does not govern the effect of this particular

contract for still another reason. The 1928 contract

is not silent on the subject matter of the alleged custom.

The printed form provides, in subdivision (b) of para-

graph Second [Tr. p. 487] that the work shall be copy-

righted either (1) in the name of the author or (2) in

the name of the publisher, and, if so copyrighted by the

publisher, he shall hold for the author all rights not

specifically granted to the publisher by that contract.

The printed form was designed for use in the more

common situation where the author grants limited rights
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to the publisher and retains the balance in himself, i. e.,

provides for the same effect as the asserted custom.

However, as we have already noted, the typewritten

matter in paragraph Fourth, subdivision (c), makes this

an entirely different transaction. The parties consciously

and deliberately modified the printed form by a typewrit-

ten addition which gave the publisher "all" rights except

first serial. If the printed form represents the "cus-

tomary" transaction, the typewritten clause stamps this

as a broader-than-customary grant.

c. The 1930 Contract Neither Granted nor

Reserved Any Rights to Hammett.

The 1930 contract is the instrument dated June 23,

1930, between Knopf, Hammett and Warner [Tr. pp.

37-50] by which Warner obtained its rights in "The

Maltese Falcon" and is the contract which the Trial

Court held to be so ambiguous as to require resort to

custom for its interpretation.

Between the execution of the 1928 and the 1930 con-

tracts, "The Maltese Falcon" had been published as a

magazine serial and as a novel. All of the statutory

copyrights stood in the name of Knopf, and it has been

shown herein that the common law rights of an author

in his literary composition cease upon publication. The

only rights which survive are those granted by the Copy-

right Act, since the common law and statutory rights

cannot co-exist in the same work.

There is no controversy over the fact that Knopf was

the sole copyright proprietor as of the date of the 1930

contract. Hammett was not and never had been owner

of any statutory copyright in "The Maltese Falcon."

The 1930 contract is on its face a grant from Knopf
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and Hammett, described therein as "owners," to Warner,

described as "purchaser." There were at least three

good reasons why Warner required the signature of

Hammet on the 1930 contract, even though he did not

hold the copyright. In the first place Warner obtained

the benefit of Hammett's express warranties that the

work was original, the copyright valid and that he had

not and would not do anything to defeat Warner's full

enjoyment of the rights granted. In the second place,

Warner obtained assurance, through Hammett's joinder

in the vendor's warranties, that Hammett was not holding

back some undisclosed adverse interest. In the third place,

Hammett was an interested party because, under his 1928

deal with Knopf, he was to receive the lion's share of

the money paid for motion picture rights.

It is perfectly clear that the 1930 contract is not a

grant from Knopf to Hammett. It does not purport to

be a contract afifecting rights as between Knopf and

Hammett. Custom cannot create a contract where none

has been made by the parties.

Haas V. Wellman, 186 F. 2d 862, 867;

Albert v. Farnsworth, 176 F. 2d 198, 201;

55 Am. Jur., p. 289, sec. 28;

25 C. J. S., p. 108, sec. 20.

Simultaneously with the execution of the 1930 contract,

Knopf as copyright owner gave to Warner a form of

assignment for recordation in the Copyright Office [Ex.

16, Tr. pp. 447-449; Finding XVIII, Tr. p. 106]. The

recorded form assigned to Warner the motion picture

rights "as well as radio broadcasting and television

rights." The existence of this recorded transfer to

Warner, and the absence of any such document convey-
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ing- anything to Hammett, reinforces the conclusion that

Hammett was not intended to be granted anything or to

receive anything except his monetary consideration.

It seems clear that the Trial Court herein has made

conflicting Findings leading to an erroneous conclusion.

It has found and it was stipulated that Knopf is and

was the sole copyright proprietor except for the grant

to Warner [Finding XV, Tr. p. 103]. The Findings

relating to custom, and its effect as represented by the

Conclusions of the Court, are confined to the 1930 con-

tract, and yet, if the 1930 contract is so subject to in-

terpolation under the alleged custom, it would amount to

a grant in 1930 from Knopf to Hammett under the copy-

right and such grant would be in conflict with the Find-

ing that Knopf is still the sole copyright proprietor with

the single exception of the Warner assignment. Any
theory that the custom would effect a "reservation" of

any right in Hammett under the 1930 contract is wholly

untenable, since at that time Hammett had no body of

rights from which he could reserve any part.

We submit that, after the 1928 contract, Hammett in

fact retained no property rights in the work. However,

even if we start with the premise that Hammett did own
something in 1930, a separate examination of the 1930

contract compels the conclusion that Warner at that time

received everything that Hammett and Knopf, individual-

ly and collectively, could convey in the field of radio,

television and motion pictures.

The 1930 contract [Tr. pp. 37-49] in subdivision (a)

of paragraph 1 [Tr. p. 38] granted to Warners the ex-

clusive, complete and entire motion picture rights. In

subdivisions (b) to (e), inclusive [Tr. pp. 38-40], War-
ners is given various rights to dramatize, adapt, record
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and otherwise change or use the Hterary work for motion

picture purposes.

Subdivision (f) [Tr. p. 40] consists of a general grant

covering all present or future dramatic, exhibition, or

other presentation rights in the writings with a single

exception from that classification. Subdivision (f) in

its entirety reads as follows:

''the right in the writings for production and use

upon the spoken stage, with actors appearing in

person in the actual presence of the audience is re-

served to the Owners, but all other now or hereafter

existing dramatic, exhibition or other presentation

rights in the zvritings, and without limiting the gen-

erality of the foregoing, including talking motion

picture rights, singing motion picture rights, and/or

other analogous rights, as well as the right to trans-

mit and exploit scenes and pictures taken or adapted

from or based upon said writings, the language,

title and dialogue thereof, by radio, television or

otherwise, together with the right to transmit and

reproduce by radio, television or otherwise, the writ-

ings, the language, title and dialogue thereof and the

sound records herein referred to in connection with

the broadcasting of said motion picture versions or

the exhibition and advertising of said motion picture

versions are hereby granted exclusively to the Pur-

chaser, with the full right to use and enjoy the

same;" (emphasis ours).

The contract also contains certain warranties made by

both Hammett and Knopf [Tr. pp. 42-43], certain war-

ranties made only by Hammett [Tr. pp. 43-45], certain

separate covenants by Knopf [Pars. 5 and 6, Tr. pp. 45-

46] and provides that [Par. 11, Tr. p. 48] Warners shall



—27—

have the right to use the name of Hammett and will give

him screen credit.

Among the covenants is a specific agreement that if

any grant is made to anyone other than Warner there

will be a specific mention, exception and reservation of

the rights conveyed to Warners under this contract of

any rights or interest in the writings. It is to be noted

that this covenant is made by Knopf alone [Tr. p. 46,

par. 5b], a fact which indicates in itself the recognition

of all parties that Knopf and not Hammett could and

would control such matters.

The language of subdivision (f) above set forth is,

we submit, a comprehensive grant covering the broad

classification found in Section 1 of the Copyright Act

(17 U. S. C, Sec. 1, subds. (b) and (d)) which relates

to dramatization or, as the contract puts it, the "dramatic,

exhibition, or other presentation rights in the writings."

To this comprehensive grant the parties have made one

specific exception from the class covered, that is to say,

they have excepted the so-called legitimate stage rights or

the right of use upon the spoken stage with actors ap-

pearing in person in the actual presence of the audience.

That particular form of dramatic presentation was, there-

fore, reserved by Knopf who alone was the copyright

proprietor. This particular subdivision of the general

class was not conveyed to Warners, but the language

certainly shows an intent to convey everything else for

picture, radio or television use and the rights in this

respect so conveyed are in the writings or literary work
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itself. The coverage is so clear and comprehensive that

any interpolation by custom would not resolve any am-

biguity or supply an omission but as was said in Richard

V. Haehler, 36 App. Div. 94, 55 N. Y. Supp. 583 at 588,

"Under such a contract, where the meaning of the

language used is definite and certain, the only result

of admitting evidence of usage or custom would be

to render it ambiguous, and to substitute for the con-

tract made one entirely different."

In the memorandum of decision of the Trial Court, it

is said that the 1930 contract is silent as to the right of

the author to reuse the characters [Tr. p. 79] and that

such silence on this particular point is in contrast with

express language dealing with other rights, such as the

right to use the title of the work [Tr. p. 87]. In the

Findings [Finding XVI, Tr. pp. 103-105] the same ap-

proach is evident. Apparently the Trial Court believed

that because the contract went into great detail as to

some rights but still did not in similar vein specifically

mention the reuse of characters, the contract should there-

fore be considered as ambiguous, with a gap or hiatus

to be filled or supplied under the custom found to exist.

Actually any such impression or conclusion is unten-

able. Subdivision (f) of paragraph 1 as above quoted

deals with a large class of rights constituting the genus

of dramatization. From this genus there was reserved

a single species, that is to say, the legitimate stage rights,

but the reservation is followed by very comprehensive

general language clearly intended to cover the balance of

the class or genus. Motion pictures are a species co-

ordinate with the legitimate stage and with respect to

motion pictures as a species it is true there is considerable
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detail given in the contract. The grant as to this species

is of the exclusive, complete and entire motion picture

rights and, even without particularization, such broad

grant would include all subdivisions or subspecies of that

particular species.

L. C. Page v. Fox Film Corporation, 83 F. 2d

196 at 199;

Murphy v. Warner Bros. Pictures, Inc., 112 F.

2d 746 at 749.

We submit that no ambiguity does or can result merely

because there is considerable detail given with respect to

one specific species while equivalent detail is not indulged

with respect to other coordinate species which are equally

within the grant. The reservation of legitimate stage

rights might equally have been subdivided had the gran-

tors thought it necessary to subclassify that species for

their own protection, for it is common knowledge that

legitimate stage rights might be broken up into amateur

or professional performances, stock company perform-

ances, Broadway presentations and so forth. No such

breakdown has been made because, as has been clearly

held, the parties have recognized as to both grant and

reservation that the class or genus includes the subdi-

visions or species. Motion picture rights themselves

could have included further subdivisions into color pic-

tures, three dimensional pictures or other such things

dictated merely by the progress of science, and this is

equally true with respect to radio and television.

We submit that the apparent view of the Trial Court,

that a particular subspecies of right does not pass under

a transfer of the species or even the genus, unless that

subspecies is specifically and separately enumerated, is
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unsound and directly in opposition to the reasoning and

holding of this Court in Murphy v. Warner Bros. Pic-

tures, Inc., supra, and of the Second Circuit in L. C.

Page v. Fox Film Corporation, supra.

In considering the contracts and rights involved, it

may be noted that authors as a class are not so tenderly

regarded by the law as to differentiate them completely

from other people in their various dealings. The only

testimony on the subject showed that there was no custom

or practice in the publishing business which would pre-

vent an author from divesting himself of all right if he

cared to do so and that a publisher would take all such

rights if the author would grant them [Cady, Tr. p. 251].

This has certainly been the view of text writers and

the Courts. Weil in American Copyright Law (1917

Ed. p. 556, Sec. 1570) says:

"After assignment, an author has of course, no

more right to use the copyright work than a stranger

has, unless he has reserved such right on making

his assignment."

This is clearly the view of the Court in Dam v. Kirk

la Shelle, 175 Fed. 902. In that case the contract between

the author and the publisher in the original instance con-

sisted only of a form of receipt by the author of full

payment by the magazine for the story. After publica-

tion and copyright, the publisher assigned such copyright

to the author Dam. The basis of the case is that the

initial sale to the publisher did pass all rights whatsoever

and that thereafter the author's rights stemmed from the

assignment to him from the copyright proprietor and did

not arise because of his original position as the author.
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Nor does an author, merely because of the fact, have

any unique or inherent rights in deaHng with his products

which would place him in a class apart from other people.

In RCA Mfg. Co. v. Paul Whiteman, 114 F. 2d 86 at

p. 90, the Court points out that the concept of property

is historical and that it is perfectly possible for a person

to bestow much labor and ingenuity on something which

will inure only to the public benefit. It says:

''Ideas for instance, though upon them all civiliza-

tion is built, may never be 'owned.' The law does

not protect them at all, but only their expression;

and how far that protection shall go is a question of

more or less; an author has no 'natural right' even

so far^ and is not free to make his own terms with

the public.'' (Emphasis ours.)

We submit, therefore, that any problem with respect

to the interpretation of the contracts involved in this

case is essentially the same as would arise in the inter-

pretation of other contracts, both as to terms and the ex-

istence and effect of custom.

B. The Evidence Fails to Support the Findings as to the

Existence o£ Custom.

The Court has found [Finding XVII, Tr. p. 105] that

it had become the fixed practice and custom in the writing

of detective fiction for the author to write sequels and

subsequent stories and to make use therein of the same

central and supporting characters created in the prior

work. The Court also found that it had become a fixed

custom and practice that,

"in the absence of express agreement to the con-

trary, an assignment of a copyright in this field

of writing did not include the right to the exclusive

use of the characters portrayed in the copyrighted
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work, and the author customarily retained so-called

character, series and sequel rights in the copy-

righted work."

a. It was stipulated during the trial that it has been

the practice for authors generally to reuse a central or

main character in a series of stories [Tr. pp. 219-220].

A list of about 45 specific examples appears in the Tran-

script, pages 222 to 225. This list and the Finding of

the Trial Court concern the detective story field but

throughout general literature other examples ranging

from the Ulysses of Homer to the Mr. Tutt of Arthur

Train may occur to the Court. Shakespeare used Sir

John Falstaff in more than one play.

The testimony relating to custom is not extensive. All

of it was supplied by defendants' witnesses. It includes

no evidence as to what agreements or assignments are

customarily made by authors.

The first witness on the subject of custom was appel-

lee Hammett. In substance, he stated only that the use

of a central detective character in a series of different

stories is a very common practice, and that writers of

detective stories reused their characters more often than

not [Tr. p. 214]. Hammett did not say anything about

whether these other writers owned the copyrights on

their works or not.

The witness Howard Cady, who is an editor for a

book publishing company, testified that it is easier for a

detective writer to gain a following if he uses the same

characters in successive works [Tr. pp. 236-237]. He
also said that a successful author usually remains with

the same publisher for successive books, although every

year four or five fairly well known writers do change

publishers [Tr. pp. 238-239]. An author's value to a pub-
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lisher depends upon publication of book after book [Tr. pp.

241-243], and a publisher may be unwilling to publish

an author unless he is assured that the author will write

other books for him which will justify developing a

market for that author's books.

Mr. Cady also testified that written contracts between

authors and publishers have been customary for the past

thirty years, although back fifty years ago things might

have been done orally "by a handshake" [Tr. p. 248].

Now that written contracts are used, the parties spell out

their relationship as accurately as they can [Tr. p. 248].

The contracts ordinarily mean what they say and there

is no custom in the publishing business that written con-

tracts mean anything different from what they say in

plain English [Tr. p. 249].

According to the witness, books at one time were fre-

quently copyrighted in the name of the publisher, and

the copyrights held in trust for the author, but today

practically all copyrights are held in the name of the

author [Tr. pp. 249-251]. The witness then called at-

tention to the fact that under the Copyright Act the re-

newal rights belong solely to the author or his next of

kin (17 U. S. Code, Sec. 24). Mr. Cady said that except

for the problem created by the renewal rights, there is no

custom in the publishing business which would prevent

an author from divesting himself of all rights in a copy-

righted work if he cared to do so, and if an author cared

to do so most any publisher would let him [Tr. p. 251].

The witness White, "professionally known as Anthony

Boucher," was another editor in the book and magazine

publishing business. He said that the reuse of charac-

ters was common in almost every type of fiction, but

more prevalent in detective fiction. He said that if an

author changed publishers, he ordinarily "took his char-
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acters with him" [Tr. p. 338]. Prior to 1930 character

rights in the radio sense of basing a great many inven-

tions on a character, rather than any material actually

written by the actual author, hardly existed [Tr. p. 339].

Mr. White said he knew of only one instance prior to

1930 of the use of a character separate and apart from

the works of the original author. This was when Wil-

liam Gillette obtained permission to play Sherlock Holmes

in a play not written by Sir Arthur Conan Doyle, the

author of the Holmes series. In this instance Gillette

"did clear and arrange with Doyle" [Tr. p. 374].

Mr. White also testified that he could not think of any

special interpretations being given to the contracts of

writers, and that he did not know of any custom that

authors' contracts would mean anything different from

what they say [Tr. p. 394].

All of this testimony falls far short of proving any

special meaning to be given a contract whereby an author

assigns all rights. Mr. Cady's testimony clearly implies

that when an author reuses his characters, he has the

right to do so because the author owns the copyright,

either in his own name or in the name of the publisher,

held in trust for the author; and in the less common

situation where the publisher has acquired all rights the

publisher may nevertheless consent to a reuse of charac-

ters in the hope that the author will produce more books

for the publisher to publish. The important point of

the Cady testimony is that there is no custom of the pub-

lishing business which prevents an author from assigning

all rights to the publisher if he sees fit, and that there is

no custom that the terms of such contract mean anything

different from what they say in plain English.

According to Mr. White's testimony, the practice of

selling character rights separately from any literary prop-
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erty is a phenomenon of the radio industry which arose

after 1930. The single "sale" of a character prior to

1930 is the Sherlock Holmes example which does not

involve United States Copyright at all. The first Sher-

lock Holmes story was published in England in 1887

[Tr. p. 350]. At that time United States copyright pro-

tection did not extend to such works and they could have

been printed in the United States with impunity so far

as the copyright statute was concerned (see Historical

Note following 17 U. S. C. A., Sec. 9). What Mr.

Gillette cleared with Sir Arthur Conan Doyle was un-

doubtedly a consent to use the name "Sherlock Holmes"

and permission to trade on Doyle's name and reputation.

Without such permission Gillette might have been charged

with unfair competition. Fisher v. Star, 231 N. Y. 414,

132 N. E. 133.

This evidence as a whole shows that some authors

out of a vast number have reused the characters created

by them. It shows that until the last forty years con-

tracts between authors and publishers were rather ele-

mentary and did involve the idea that if a copyright was

in the name of the publisher it might actually be held

in trust for the author, but that since that time copy-

right was usually taken in the name of the author. This

testimony is corroborated by the terms of the 1928 con-

tract which in writing and in express terms reflects that

idea. It is a necessary inference that such authors as

did reuse characters prior to the advent of specific writ-

ten contracts did so as a matter of legal or equitable

title under the copyright. Since that time of forty or

fifty years ago the rights were defined by contract as

here and there is no evidence whatever that any author

reused a character if his contract, formal or informal,



—36—

did not provide for either legal or equitable title in the

copyright. The evidence as a whole does not show the

existence of any custom in 1930, even in general terms,

that an author who assigned his copyright retained or

reserved the right to use a character other than by

specific contractual provision.

The evidence as a whole concerned the relationship

between authors and publishers and if applicable would

apply only to the 1928 contract. The 1930 contract is

primarily a transaction with a producer of motion pic-

tures and the field is quite different. A publisher buys

a story so that he can print it and sell the book. A
publisher does not act as an author. A motion picture

producer buys a story in order to use its components in

the creation of a new work in a new medium. The 1930

contract went into detail in making sure that Warner as

a picture producer could break up the story and use all of

the pieces or any of them from time to time and in any

way deemed necessary. To the motion picture producer

the story is raw material while to the publisher it is the

finished product.

It is therefore respectfully submitted that there is no

substantial evidence to show the existence of any real,

universal or compulsory custom that authors did retain

and reserve the right to reuse characters as found by the

Trial Court and effective at any time which is related to

the present controversy. It is further submitted that,

even if the existence of such custom be assumed, still the

two contracts herein concerned contain ample internal

evidence to preclude interpolation under any such custom

and that it must be concluded that no property right in

the characters, or in any part of the literary work, was

or could be vested in Hammett at the time of execution

of the 1946 contract upon which the appellees rest.
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POINT II.

The Use by Appellees Constituted Infringement of

Copyright.

There is no dispute as to what the appellees did or how

they did it. It was conceded that the characters were used

and that they were the same characters as had appeared

in the literary work [Tr. pp. 300, 305 and 309]. The

Trial Court found as a fact that in the preparation of

the radio scripts the writers referred to the novel to

obtain characterizations of Sam Spade and other char-

acters [Finding XXII, Tr. p. 109]. This is simple copy-

ing from a copyrighted work and no further argument

should be required to demonstrate infringement by ap-

pellees, unless they were saved by the plea of justifica-

tion based upon custom. The conclusion of the Trial

Court that there is no infringement seems to rest mainly

upon the untenable premises that the other appellees were

justified under their license from Hammett. Of course, a

result may sometimes be correct even though based upon

faulty reasoning and it therefore seems appropriate to

discuss the facts and principles which require a finding

of copyright infringement here.

A basic misconception is evident in the memorandum

of decision of the Trial Court when it states [Tr. pp.

86-87] that titles and characters are not protected by

statutory copyright and such copyright does not divest

the author of his common law right to exclude others

from making use of the title or the characters. In so

grouping titles and characters together it would appear

that the Trial Court has adopted the wholly novel as-

sumption that the right to use characters is a common law

right of an author which he retains even after the work
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has been sold and published and copyrighted in the name

of the new proprietor. The Court cites Becker v. Loews,

Inc., 133 F. 2d 891 ; Warner Bros. v. Majestic Pictures,

70 F. 2d 311-312; Nichols v. Universal Pictures Corpora-

tion, 45 F. 2d 119, 121; National Pictures Theaters v.

Foundation Film Corporation, 266 Fed. 208; Detective

Comics V. Bruns Publications, 111 F. 2d 432; Fitch v.

Young, 230 Fed. 743, and other cases.

These cases do hold that a title as such is not within

the copyright monopoly. They hold that a title, depen-

dent upon the establishment of a secondary meaning, may

be protected under the laws of unfair competition. Those

which deal with characters in any way, such as the Nichols

(Abie's Irish Rose) case and the Detective Comics

(Superman) case, hold or indicate that new and original

characters are within the copyright statute and only the

so-called type or stock character is not entitled to statu-

tory protection. These latter cases are the subject of

more extended discussion hereafter. None of these cases

in any way indicates that under any theory the right of

an author to the use of a title or a character is a sur-

vival from the author's original common law copyright

which is not lost upon publication. On the contrary, one

of the cases cited in the memorandum, Fashion Origina-

tors Guild V. Federal Trade Commission, 114 F. 2d 80

at pages 83 and 84, holds that publication is a surrender

of all of an author's common law property rights in the

work. We suggest that this misconception that an

author is a class apart is at the root of the erroneous

conclusions. Actually, as previously shown, an author

as such is not entitled to any extraordinary considera-

tion and has no unique ownership of property.
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A. The Uncontroverted Evidence Shows Clearly the Use

Made.

The writers employed to recreate Sam Spade in the

radio series were advised by their superiors that they

could use any material written by Hammett except the

plot of 'The Maltese Falcon" [Spier, Tr. p. 125]. Regis

had free scope to use any material it wanted from the

Dashiell Hammett stories [White, Tr, p. 161], They had

the right to use and were expected to use characters from

"The Maltese Falcon," including Spade, Effie, Dundy,

Polhous, Gutman and Cairo [Tallman, Tr. pp. 133-134].

Tallman drew the characterizations of Cairo and Gut-

man literally from "The Maltese Falcon" [Tr. p. 137].

Eisinger, before starting to write, refreshed his memory

by rereading 'The Maltese Falcon" [Tr. p. 140]. He
said he was told he was free to employ any of the char-

acters who appeared in the novel [Tr. p. 143]. Doud,

also a writer, said that he was assigned to write and

extend the character Spade, and that upon starting his

assignment he read everything ever written by Hammett

in an effort to maintain Hammett's style [Tr. p. 147].

Hammett himself testified that he placed no limits on the

use of Spade or the other characters for radio, and that

the other characters of "The Maltese Falcon" went with

Spade and were a part of his background [Tr. p. 130].

All of the radio scripts in evidence are now before

this Court [Tr. pp. 523-525]. However, it is only

necessary to examine the single radio script which has

been reprinted [Ex. 2, "The Kandy Tooth," Tr. pp.

396-446] to see the kind of use which appellees made of

the literary contest of "The Maltese Falcon." The radio

program identifies the characters by name and with

Hammett and "The Maltese Falcon" as the source [Tr.
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as their talents were equal to the task, the radio produc-

ers took from *'The Maltese Falcon," along with Sam
Spade, his environment, including his San Francisco back-

ground, his office, his secretary and his contemporaries

in the police department. Hammett warranted to Warner

that all of the ingredients of ''The Maltese Falcon" were

original [Tr. p. 43] and the other appellees vouch for

the fact that it is valuable by hiring this material at $400

per broadcast [Tr. p. 52] and by providing that Hammett

will get a minimum of $50,000 on any sale of the char-

acters for any purpose. The radio promoters and their

writers were well aware of Warner's rights, but they be-

lieved that the copyright of "The Maltese Falcon" cov-

ered nothing except the plot [Tr. pp. 155-157], and they

acted accordingly.

B. The Usage of Clearly Delineated Characters Is

Infringement.

The appropriation of any material part of a work is

plagiarism. The test is the quality or value of what

was taken, not the quantity.

Universal v. Harold Lloyd Corp. (9 Cir.), 162

F. 2d 354, 361

;

Ansehl v. Puritan Co. (8 Cir.), 61 F. 2d 131, 137;

Chappell V. Fields (2 Cir.), 210 Fed. 864, 865;

Farmer v. Elstner (E. D. Mich.), 33 Fed. 494,

496;

Henry Holt Co. v. Liggett Co. (E. D. Pa.), 23

Fed. Supp. 302, 303.

In Henry Holt Co. v. Liggett Co., 23 Fed. Supp.

302, 303, plagiarism was found where only three sen-
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tences were quoted, though not exactly, from a book sev-

eral hundred pages in length.

In Universal Co. v. Harold Lloyd Corporation (9 Cir.),

162 F. 2d 354, plagiarism was based upon a finding that

defendants copied one sequence in a motion picture con-

sisting of about 20 per cent of the whole.

In Chappell v. Fields, 210 Fed. 864, a play was held to

have been infringed by the copying of a single scene.

In Daly v. Webster (2 Cir.), 56 Fed. 483, likewise the

use of a single important scene was held to infringe a

copyrighted play. Damages were awarded to plaintiff

after a subsequent appeal reported as Brady v. Daly, 17

S

U. S. 148, 44 L. Ed. 109.

The essence of infringement is making use of the

thought and labor which went into the copyrighted work.

West Co. V. Lawyers Co. (2 Cir.), 79 Fed. 756,

762;

West Co. V. Thompson (E. D. N. Y.), 169 Fed.

833, 843;

Meccano v. Wagner (S. D. Ohio), 234 Fed. 912,

922.

In Nichols v. Universal (2 Cir.), 45 F. 2d 119, the

Court held that the characters there were types, not orig-

inal with the author, and therefore not copyrightable.

Judge Hand qualified his opinion with the following lan-

guage :

'Tf Twelfth Night were copyrighted, it is quite

possible that a second comer might so closely imitate

Sir Toby Belch or Malvolio as to infringe, but it

would not be enough that for one of his characters

he cast a riotous knight who kept wassail to the dis-

comfort of the household, or a vain and foppish
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steward who became amorous of his mistress. These

would be no more than Shakespeare's 'ideas' in the

play as little capable of monopoly as Einstein's Doc-

trine of Relativity, or Darwin's theory of the Origin

of Species. It follows that the less developed the

characters, the less they can be copyrighted; that is

the penalty an author must bear for marking them

too indistinctly."

Burns v. Twentieth Century-Fox, 75 Fed. Supp, 986

again presents the same thought as the above quotation

from the Nichols case. The action was between the

author of a novel and a maker of a motion picture known

as "The Miracle of 34th Street." The Court found some

duplication of characters, primarily that of Santa Claus

and a tempermental executive. It found that the plain-

tiff's characters lacked entirely the necessary individuali-

zation and were mere types, but clearly indicated that a

character which was sharply drawn could be a subject of

a successful plagiarism suit.

In Sheldon v. Metro Goldwyn Mayer (2 Cir.), 81 F.

2d 49 at p. 54, the Court comments on the imitation

of the leading character as one of the elements of the

plagiarism found there. In that case both the plaintiff's

play and the defendant's work told the story of a famous

real life murder case. Plagiarism was found in the char-

acterization and the character relationships and in the

dramatic effects created, although not a single line of

dialogue had been copied.

In Detective Comics v. Briins Publications, Inc., Ill

F. 2d 432 (2 Cir.), the plaintiff was the owner of copy-
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rights upon a so-called comic periodical presenting a char-

acter known as Superman. The defendants issued a com-

peting periodical of the same type portraying a character

known as Wonderman. The similarities between the two

were mentioned by the Court and were obvious. The de-

fense was urged that Superman was nothing but a comic

Hercules, which appears to be an argument that the char-

acter was in the public domain. The Court says (p. 433)

:

"But if the author of 'Superman' has portrayed

a comic Hercules, yet if his production involves more

than the presentation of a general type he may copy-

right it and say of it: 'A poor thing but mine own.'
"

The Court concluded that the defendants had copied from

the plaintiff's work and had used more than the general

types and ideas therein presented. It says (p. 433)

:

''So far as the pictorial representations and verbal

descriptions of 'Superman' are not a mere delinea-

tion of a benevolent Hercules, but embody an ar-

rangement of incidents and literary expressions orig-

inal with the author, they are proper subjects of

copyright and susceptible of infringement because of

the monopoly afforded by the act."

It may be noted that Superman is primarily a cartoon

character and that his personality and characterizations

are gathered by the reader from his dialogue and actions

as well as from the visual assistance of cartoon drawings.

The character so portrayed was more than a modern ver-

sion of the mythical Hercules and, not being a mere type,

was copyrightable and had been copyrighted. The de-

fendants, though not using the identical name, were de-
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monstrated to have taken the character and were guilty

of infringement.

It has long been recognized that cartoon characters

are protected by the copyright of the books in which they

first appeared.

Hill V. Whalen & Martell (S. D. N. Y.), 220 F.

359;

King Features v. Fleischer (2 Cir.), 299 Fed. 533;

Fleischer v. Freundlich (2 Cir.), 73 F. 2d 276.

In all of the cases cited, the Court was faced with the

problem of analyzing the respective characters to deter-

mine whether the defendant's work actually imitated the

plaintiff's creation. In the present case that issue does

not arise, for the defendants have proclaimed to the world

that their radio character is the Sam Spade of "The Mal-

tese Falcon."

Examination of the factors involved shows that the con-

clusions, represented by the decisions above noted, either

in the direct holding or by way of dicta, are completely

correct. A character is part and parcel of the literary

work and within the protection of statutory copyright

according to the same standards, such as originality, as

any other element of the work. Unauthorized use there-

of is copyright infringement and in this aspect is not to

be confused with the mere use of the characters by

name as constituting unfair competition.

Section 1 of the Copyright Act (Title 17, U. S. C.)

provides for and lists the general categories as to which

the statute gives exclusive rights in the work to the copy-

right proprietor. Among these rights (Subd. (b) of Sec.

1) is the exclusive right to make another version there-

of or to dramatize the work if it were originally non-
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dramatic and vice versa. A radio presentation is a drama-

tization within this section equally with a motion picture

version, a legitimate stage version or a television version

(23 A. L. R. 2d 267). With respect to the components of

a copyrighted work under this section, it is evident that

a non-dramatic work may contain little if any dialogue

while a legitimate play is largely dialogue and a radio

presentation must of necessity be almost exclusively dia-

logue. Because of this difference in the nature of the

medium, it is perfectly clear that the exact words of one

form cannot be carried literally into the other and yet

the statute gives the proprietor the exclusive right to the

reversible process. Certainly the exact arrangement and

selection of words would be protected, but it is equally

clear that the conveyance of the same mental image in a

different medium which may necessitate some different

treatment, is likewise within the protection of the statute.

It is the conveyance of the mental image or impression which

is basic. The use of the exact words in the exact arrange-

ment is merely one extreme case. The other extreme would

be the conveyance of the same impression or image with-

out the use of any words whatever, as would be the case

in a pantomime or silent motion picture. A copy is a

conveyance of the same image as was held by this Court

in Harold Lloyd v. Witwer, 65 F. 2d 1, where this Court

defines a copy as (p. 18)

''that which comes so near to the original as to give

every person seeing it the idea created by the orig-

inal."

The characters in a work, whether it be a novel or

a play, are impressions of the same kind as an impression

of incident, an action or a location. Such a work con-

tains words and nothing but words. These words are
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selected and arranged in accordance with the talent and

abilities of the author. By his choice and arrangement

of words, the author conveys his intellectual concept or

picture to the reader. That impression may be vivid and

lasting or the contrary in direct proportion to the genius

of the author, but, irrespective of genius, words are the

only material or implements which the author can use

to convey any element of his ideas or story. Whether

the story is a series of events, such as a news report,

or is a psychological study of the mental processes of

a person, as is often the case in a novel, the process is

exactly the same and there appears to be no reason at

all for distinguishing between the type of impression

which an author may so convey. The *'idea" of the

author standing by itself is not subject to copyright pro-

tection but the conveyance of that idea by way of im-

pression through words is protected under copyright.

If such arrangement and selection of words conveying

images is new and original, it would certainly seem to be

within the copyright irrespective of whether the impres-

sion thereby conveyed is of a dramatic situation, a geog-

raphic setting or a personality.

C. The Characters Were Clearly Delineated.

The Court found [Finding IX, Tr. p. 101] that Sam
Spade was a figure originated and created from the imagi-

nation of Mr. Hammett as well as from his personal

experiences and was the leading character in the novel.

Hammett so warranted as to the whole work in both the

1928 and 1930 contracts. The 1946 contract purports to

be a conveyance of a character identified by name, and not

merely of a right to use a name. The appellees other than

Hammett claim under him. Hammett as a defendant is

certainly bound by his own warranties. The Court also
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found [Finding XXTI, Tr. p. 109] that the appellees

other than Hammett had referred to the Hammett

writings

"to obtain characterizations of Sam Spade and the

lesser characters."

None of the foregoing indicate in any way any belief of

either the Trial Court or of the appellees that the char-

acters involved were not unique and original creations.

The testimony can support no other conclusion. Ap-

pellee Spier, the producer and director of the radio show,

said that the characters in the novel were

"interesting and off-beat, they have profile, they

have characteristics." [Tr. p. 298.]

He said that another fictional detective, Michael Shane,

was on the air before Spade and that he thought it was

ironic that imitators of Spade were on the air before

Spade [Tr. p. 299]. The inference that Spade was unique

and original is clear. He also said that at the time of

trial the type of character had become standardized and

here again it is clear that the Spade of the book was origi-

nal but may have become hackneyed through the con-

tinued use of Spade by the appellees and through imitation

by others.

William White testified people think of established

characters apart from the stories themselves to such an ex-

tent that even today people believe Sherlock Holmes to be

a real person [Tr. pp. 336-337]. Libraries have a sepa-

rate reference index of detective characters [Tr. p. 341].

Hammett was outstanding in his overall development of

character [Tr. p. 353]. The radio scripts here employed

essentially the same technique of character development
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[Tr. p. 354]. "The Maltese Falcon" is outstanding among

American detective stories not only for excellence of plot

but for the admirable characterization [Tr. p. 371].

Critics of the book recognize Hammett's realistic por-

trayal of character and his books are among the best ex-

amples of the blending of detection and the psychological

study of character [Tr. p. 186]. William Spier also tes-

tified that in the billing given in connection with the radio

show they were anxious to develop the character of Sam
Spade in the public mind and not the identity of the

actor playing the part [Tr. p. 291]. No new character-

istics of Spade in the novel were added in the three short

stories later published [Tr. pp. 324-325.]

This evidence, which is uncontradicted, shows that

Hammett and the other appellees, as well as critics and

the expert witnesses, considered characterization to be an

outstanding component of the novel, that Hammett orig-

inated and created clear and outstanding personalities in

Spade and his other detectives, that Spade himself was

the original, that the radio show was built around the char-

acter and not around the name or personal appeal of the

persons portraying such character on the show. Taken in

connection with the Finding of the Court, that Spade

was an original creation in the novel and as a character

was taken from the novel by the appellees, we submit that

the character, and characterization of Sam Spade par-

ticularly, is an important and integral part of the novel and

the cause of the bases of its success and as such was an

easily recognizable and delineated character, and in no

way in the public domain. The Court may also infer that

the appellees, under the 1946 contract, did not pay $400.00

per weekly broadcast for years, for the use of a character

available in the public domain.
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The Conduct of Appellees Is Unfair Competition.

A. Applicable Facts.

Regardless of who may be said to "own" the characters

of Maltese Falcon, the conduct of the defendants consti-

tutes unfair competition and unfair trade practices as a

matter of law.

The facts relevant to this issue are simple, and they

are not in dispute.

Appellees radio series regularly used the names Sam
Spade, Efhe Perrine and Lt. Dundy, and occasionally used

other names found in The Maltese Falcon. (Note that we

are now talking about the name, as a name, not the literary

qualities of the character. So far as this issue is con-

cerned, the character called Spade on the radio might have

been a stock detective, or he might have been a unique

literary personality invented by any of the appellees.)

It has been stipulated to be a fact that prior to appel-

lees' radio series, these names were not used anywhere

except in Maltese Falcon and three subsequently published

short stories [Tr. pp. 457-458]. The record shows with-

out conflict that the Maltese Falcon, as a novel, was

highly successful, that appellant Knopf and its licensees

had sold in excess of 800,000 copies [Tr. pp. 474-481],

that appellant Warner had made three motion pictures

from the book, and that approximately 14 million people

[Tr. p. 467] saw the third Warner picture, starring

Humphrey Bogart as Sam Spade. The three short stories,

published in magazine form in 1932, in the wake of

Spade's 1931 motion picture notoriety, were never re-

printed in book form or otherwise until 1944, after the

huge success of the Humphrey Bogart picture.
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There can be no doubt that (a) as of June, 1946, the

name Sam Spade was well known and therefore valuable

and (b) this notoriety and value was the product of

appellants' successful exploitation of the book and motion

pictures. People remember detective stories by the name

of the detective, rather than by the title of the book [Tr.

p. 341].

Each of appellees' radio programs opened with an an-

nouncement that Dashiell Hammett "creator of Sam

Spade" and William Spier "join their talents to make your

hair stand on end with the Adventure of Sam Spade."

Once in the middle and once at the end of each broadcast

the appellees' announcer described Sam Spade as "Dashiell

Hammett's famous private detective." (See forms of

radio announcement printed in Appendix.)

The fact is that Hammett did not write any of the radio

scripts. The fact is that Sam Spade is famous because,

and only because, appellants were successful in publishing,

marketing and advertising the novel, and in producing

and advertising the highly successful motion pictures.

B. Applicable Principles of Law.

A name may not be protected by copyright even where

the name is used as the title of the copyrighted work. A
name or title of a literary work is protected as a trade

name under the law of unfair competition. A newcomer

will not be permitted to gain the advantage of another's

celebrity by appropriating an already famous title.

Warner Bros. v. Majestic (2 Cir.), 70 F. 2d 310;

National Theatres v. Foundation Corp. (2 Cir.),

266 Fed. 208.
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The same principles apply where the name of a person

or character, though not protected by copyright, has ob-

tained value through use and notoriety.

Lone Ranger v. Cox (4 Cir.), 124 F. 2d 650;

Uproar Co. v. National Broadcasting Co., 81 F.

2d 373.

The principles governing unfair competition in the

use of names need no elaboration here, in the light of the

full discussion in Stork Restaurant v. Sahati (9 Cir.),

166 F. 2d 348.

It should be observed that the invention of a trade name

gives the inventor no rights whatsoever. The law pro-

tects the party who through use and advertising made

the name famous.

Becker v. Loews (7 Cir.), 133 F. 2d 889;

Manners v. Triangle Film Corp. (2 Cir.), 247 Fed.

301;

Ott V. Keith Corp. (Mass.), 34 N. E. 2d 683;

Black V. Ehrich (S. D. N. Y.), 44 Fed. 793;

Cody Co. V. Colonial Co. (D. Colo.), 284 Fed.

873;

Outcalt V. Nezv York Herald (S. D. N. Y.), 146

Fed. 205, to be read in connection with Nem
York Herald v. Star Co. (S. D. N. Y.), 146

Fed. 204, affd. (2 Cir.), 146 Fed. 1023.

The party who receives protection is not necessarily

the one who first thought of the name. The authorities

indicate that the law protects the celebrity of the name,

not the invention. Protection is given for the purpose

of preventing the newcomer from "reaping where one
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has not sown" or cashing in on the good will bought and

paid for by the advertising and successful business prac-

tices of another.

C. Application of Law to This Case.

The name Sam Spade is a valuable trade name for a

detective in radio and motion pictures. Although appel-

lees had an "infinity of other names" from which to

choose, they chose Sam Spade because appellants had

made Sam Spade famous. (C/., Stork Restaurant v.

Sahati (9 Cir.), 166 F. 2d 348, 361.)

Three tests of trade name infringement, as set forth

in the Sahati case, are: (1) confusion of source, (2)

deception of the public, and (3) reaping where one has

not sown. All are present here.

(1) Confusion of Source.

Appellees introduced their detective as "the famous

vSam Spade" because they wanted the public to think of

the Sam Spade who had enjoyed 16 years of public favor

in the Maltese Falcon. The use of other names from

Maltese Falcon reinforced this impression upon the

listener. The broadcast of January 10, 1948, contained

an introductory speech telling how the "famous Sam

Spade" of radio had become famous in the book and

motion picture of the Maltese Falcon. Appellees intended

their radio series to appear to be a continuation of the

story of Maltese Falcon, involving the same people; and

the January 10, 1948, announcement so stated in plain

language [Tr. pp. 396-399].

Appellees even went so far as to imitate the voices and

other speech characteristics of the actors who appeared in

the Warner Bros, picture. The District Court found this
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to be the fact, but concluded that it did not constitute

deception because the broadcaster stated correctly the

name of the actors [Finding XXIII, Tr. p. 110]. That

reasoning misses the root of the evil. The vice is not

merely deception as to "whose voice"; it is confusion as

to "whose product." The products in question are a

weekly radio show and a famous book and motion pic-

ture. The radio announcer boasted of "the famous Sam
Spade"—meaning the Sam Spade of the famous picture.

The imitation of voices merely lent credibility to the false

representation that the radio program was more of the

same thing, and that the radio Sam Spade deserved to

enjoy the celebrity of the already successful motion pic-

ture. Appellees do not deny that the identification was

intended [Tr. p. 309], but they apparently seek to justify

their fraud upon the public by arguing that Hammett
"owns the character."

Ownership of the literary material is not the test. In

Warner Bros. v. Majestic (2 Cir.), 70 F. 2d 310, Ma-
jestic presumably owned the literary material which it

proposed to use, but the Court enjoined Majestic from

using that material under a name which had become

famous through Warner Bros, advertising.

In discussing "confusion of source," it should not be

forgotten that we are concerned with the commercial

source, not the mental source. Hammett may have been

the first to think of the name Sam Spade, but the name

Sam Spade in his unpublished manuscript had no good

will and was entitled to no legal protection. It was ap-

pellants who through publication and sale of the novel,

through Maltese Falcon motion pictures and radio shows,

and through worldwide advertising introduced the name

of Spade to millions of people and thus made it so valu-
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able that defendants preferred it above all others for

their radio program. Hammett and his agent, Laurence

White, planned this program as early as 1942, directly

upon the success of the Humphrey Bogart picture, but

the actual production of the program was delayed by the

war [Tr. pp. 162, 169].

It is not necessary to show that the public is familiar

with the corporate names of these proprietors. {Jackson

V. Universal, 36 Cal. 2d 116. 123.) The public knows that

someone produced the Maltese Falcon in a movie, and

Sam Spade is identified with that source. The confusion

arises from appellees' asserting that their detective is

the same detective who appeared in the Warner Bros,

movies.

(2) Deception of the Public.

The public has been deceived in two important ways.

The first is that the radio series has been identified with

the success of the novel and movie, when in fact they are

the products of dififerent commercial sources.

The other deception is in the false representation that

Hammett actually participated in writing the radio series.

This is the plain implication of the radio announcer's

statement (text of announcements in Appendix).

It is not necessary to prove that any person was in

fact deceived. The competition is unfair if appellees'

practice is likely to deceive. {Stork Restaurant v. Sahati,

166 F. 2d 348, 359.) Nevertheless, it is interesting to

note that at least one sophisticated listener, Mr. John

Crosby, the syndicated newspaper columnist, actually

thought Hammett was writing the Sam Spade radio

scripts [Tr. p. 503: compare Tr. p. 511]. Appellants are

entitled to complain of this deception because appellants

I
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are the proprietors of a genuine Hammett-written Sam

Spade story, which is available for radio production.

Appellees have filled the air-waves with pseudo-Hammett

stories, palming- them off as the work-product of Hammett

himself.

(3) Reaping What Another Sowed.

If the radio promoters had desired to use only the

literary and dramatic content of Hammett's writings, they

need not have used the names, the voices and the vocal

mannerisms found in the motion picture. A literary or

dramatic work has the same merit, intrinsically, whether

the central character is named Spade or something else,

but appellees saw a chance to get something more than

mere literary material from Hammett's writing. They

touted their detective as "the famous Sam Spade" in

order to ride the coattails of a book business running

over 800,000 copies and a motion picture seen by 14

million people.

Appellees trade on the fame of the movie in still an-

other way. No radio program can give to its audience

any adequate description of the appearance of persons

and places, but 14 million moviegoers had already seen

Spade and his secretary Effie and Gutman and Cairo and

Dundy. The radio writers took full advantage of this

valuable background. Thus when Gutman enters [in

the Kandy Tooth episode, Tr. p. 418], Spade is made to

exclaim

:

"It couldn't be. But it was! Caspar Gutman

—

the Fat Man of the Maltese Falcon caper,

and about Gutman nothing was different except his

watch chain." [Tr. p. 418.]
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In the same broadcast when Gutman and Cairo visit

Spade's apartment, in a scene paralleHng' the cHmactic

scene of Maltese Falcon, Joel Cairo is given this line:

"Look. The same apartment, the same colors

—

everything the same." [Tr. p. 438.]

Throughout the radio series, appellees have incorporated

by reference all that Warner Bros, put into their motion

picture. Appellees' conduct has nothing to do with

ownership of the characters. It is a plain case of riding

the coattails of a successful motion picture.

It may be argued that the radio promoters are riding

Hammett's coattails, which they are entitled to do under

their contract with Hammett. Whether or not that be

true, it does not excuse their reaping the harvest of

Warner's efforts. The hypothesis can readily be tested

thus:

Suppose White and Rosenberg had not obtained

permission from anybody, but had nevertheless put

on a radio series entitled "The Adventures of Sam
Spade," featuring "the famous detective" Sam Spade,

using also the names of Effie, Gutman, Cairo and

Dundy, and imitating the vocal characteristics of

the actors who played those parts in the Warner
Bros, movie.

Could Warner Bros, complain of such conduct?

Unquestionably such a program would constitute un-

fair competition with Warner Bros., even though the

substance of the broadcasts was so dissimilar as to

avoid copyright infringement. If this is so, then can

Hammett's approval take away Warners' cause of action

against the radio promoters? Hammett's consent de-

stroys his right of action, but Hammett cannot destroy

Warners' cause of action for a misappropriation of its

good will.
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D. Hammett's Disloyal Competition.

In passing upon any competition by Hammett and those

in privity with him, the Court must consider paragraph

2c of the June 23, 1930, contract, which provides:

**The Owners (i. e., Hammett and Knopf) will

not and have not done any act or thing by grant

or otherwise impairing the rights herein conveyed

or that can prevent or in any manner interfere with

the full enjoyment by the Purchaser (Warner) of

the rights granted to it hereunder." [Tr. p. 42.]

Without any doubt appellees' radio series competes di-

rectly with Warner's use of Maltese Falcon in radio and

in motion pictures. A small example of the actual com-

petition is shown in the record of this case. When the

Columbia Broadcasting Company sought an outstanding

detective story for its "Suspense" series, it applied to

Warner Bros, for permission to do Maltese Falcon.

Warner asked a fee of $1,000.00 for such a license.

Columbia thereupon turned to appellee Regis and, for

a fee of $400.00, arranged to get one of the episodes in

the Sam Spade series as a substitute [Tr. pp. 456-457].

Members of the public who enjoyed seeing Warner's

Sam Spade in the movies periodically have now been

overwhelmed with a weekly dose of a radio Sam Spade,

whom the radio announcer says is the same detective.

And when the public can take more, under the decision

of the District Court, Hammett is free to flood the mo-

tion picture and television field with as many more Sam
Spades as a hired stafif of writers can produce. The

plain effect of this is to destroy the value of what Ham-
mett sold in 1930.

The "enjoyment" of the radio and motion picture rights

in a book means a great deal more than making a single
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movie version of the novel. The 1930 contract recognizes

that Warner may change, add to and subtract from the

original Hammett story for nse in the fields of radio,

television and motion pictures [Tr. pp. 39, 40]. Warners

have, in fact, made three motion pictures based upon

Maltese Falcon, and each is very different from the

others. There is no limit to the number of combinations

which Warner Bros, might create from the characters,

incidents, scenes, dialogue and plot of Maltese Falcon,

with or without the addition of new material. One prac-

tical limitation is that too frequent repetition may tire

the public and thus may be bad business.

Even if we assume that some rights were reserved to

Hammett after his 1928 and 1930 contracts, it does not

follow that he may use his reserved rights as he chooses.

In Manners v. Morosco, 252 U. S. 317, 64 L. Ed. 590,

the Supreme Court held that Manners, who owned the

motion picture rights to a particular work, must not use

those rights because Manners had sold legitimate stage

rights to Morosco, and the production of a motion pic-

ture by Manners would compete with the stage rights of

his grantee.

An earlier case with similar facts is Harper Bros. v.

Klazv (S. D. N. Y.), 232 Fed. 609. There Harper owned

a copyright, and Klaw had certain dramatic rights by

virtue of a grant from Harper. Each claimed motion

picture rights and each sued to enjoin the other from

producing a motion picture. The Court granted both

injunctions. The language of the District Court there

is of especial interest, because the case is cited with the

approval of the Supreme Court in Manners v. Morosco:

"Plaintiffs assert, and almost assume, that since de-

fendants cannot make a 'movie' out of Ben Hur, and
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such right must exist somewhere, it is in them, as

being an unconveyed portion of the copyright estate

wherefrom was carved defendants' Hmited license.

In strictness of law I think this true; but it does not

always follow that, because one owns a certain thing,

he may use it to the detriment of another, especially

if the owner is under contractual obligations to such

other. * * *

"In my opinion there is implied a negative cove-

nant on the part of the plaintiffs (the grantors of

defendants' restricted license) not to use the un-

granted portion of the copyright estate to the detri-

ment, if not destruction, of the licensees' estate."

For an application of this principle under the law of

New York, see Underhill v. Schenck, 238 N. Y. 7, 143

N. E. 773.

A more recent application of the same doctrine is found

in Uproar Co. v. National Broadcasting Co. (1 Cir.),

81 F. 2d Z7Z. In that case Uproar had the publication

rights to certain radio scripts and NBC had only limited

broadcasting rights, yet NBC obtained an injunction

against publication because the effect of the publication

would be to misappropriate the good will of NBC's na-

tional broadcast.

The present case presents far stronger grounds for an

injunction than did any of the four cases cited. Those

cases rested upon an implied negative covenant, whereas

Warner Bros, has the benefit of an express promise. If

the 1930 contract should be construed as reserving any

rights to Hammett, he is under a duty not to use those

reserved rights in competition with Warner Bros.
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POINT IV.

The Declaratory Judgment Is Improper.

In addition to holding for defendants on the questions

of infringement and unfair competition, the trial court

also granted to Hammett a declaratory judgment. This

judgment announces that Hammett has the right to use

and to authorize others to use the names and characters

appearing in the Maltese Falcon in other literary works

and in all forms and methods of publication thereof, in-

cluding motion pictures, radio and television [Tr. 116].

First, it should be noted that this declaration pertains

to literary works which have not yet been written. The

District Court has attempted to adjudicate that some liter-

ature not yet dreamed of will not be a copyright infringe-

ment, and will not be unfair competition. The judgment

assumes that any future Sam Spade story will not in-

fringe plaintiffs' rights.

Second, it should be noted that the 1930 contract gives

Warner the right to adapt, change, add to, interpolate

in and subtract from Maltese Falcon for motion picture

purposes [Tr. 39]. However narrowly this 1930 contract

be construed, it certainly permits Warner to make a

variety of motion pictures, each using some ingredients

of The Maltese Falcon. All three of the Warner motion

picture versions are different from each other in import-

ant respects.

Moreover, the rights given to Warner, whatever they

are, are granted to Warner exclusively. Whatever War-

ner may do at all, Hammett may not do.

Thus we reach this very real and very practical prob-

lem: Suppose Hammett and his new associates set out

to make a "new" Sam Spade movie. The question imme-
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diately arises as to whether this is a *'new" Sam Spade

work (which the District Court says Hammett has the

right to make) or whether it is an "adaptation" of Mal-

tese Falcon (which is within Warner's exclusive domain).

The only way to decide that question is to compare the

new work with the copyrighted original. Such a compari-

son cannot be made, of course, until the exact form of

the "new" story is disclosed.

No declaratory judgment could do justice in those

circumstances. The Court of Appeals for the Second Cir-

cuit stated the problem well in its opinion in Hammett

V. Warner Bros., 176 F. 2d 145 at 149-150:

"* * * The issues which are raised are not

of a kind subject to convenient determination apart

from the rest of the controversy even if such deter-

mination were possible under the Declaratory Judg-

ments Act * * * Instead, they arise in a field

of law in which each case turns on its particular

facts taken as a more or less inseparable whole. See

Nichols V. Universal Pictures Corp., supra, 45 F.

(2d) 122. The use of a name or character in a

literary production is not practically separable from

the other elements of that production in determin-

ing whether rights in another literary property have

been impinged upon. A decree defining the rights

of the parties in the name and character 'Sam Spade,'

in order to be useful to the parties, would have to

define the rights of each in terms of the context

and the manner in which the character could be used

and exploited in relation to the existing works. In-

deed it is probable that if all the issues raised by

the facts concerning the broadcasts giving rise to

this controversy were to be considered, it would not
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be possible to frame a decree defining the rights of

Hammett in the character alone with sufficient preci-

sion to be of real help to the parties in determining

their rights in connection with future use by either."

The language quoted above, which was one of the rea-

sons given for declining declaratory relief in 1950, is just

as valid a reason for declining declaratory relief now.

Until another Sam Spade radio show or motion pic-

ture is presented, the question of liability for that new

use is purely hypothetical. Any future Sam Spade

presentation is certain to contain some new ingredients

which may or may not make the whole objectionable. A
declaratory judgment in general terms, such as the judg-

ment here on appeal, is either a carte blanche charter of

immunity for unspecified acts, or else it is a meaningless

declaration that a future Sam Spade work is not an in-

fringement unless it infringes. Either way, it should be

reversed.

Respectfully submitted,

Ralph E. Lewis,

Gordon L. Files,

Attorneys for Appellants.

Preston & Files,

Of Counsel.







APPENDIX "A."

Standard forms of announcement used in each of the

radio scripts comprising Exhibit 4.

Opening Announcement.

"Dashiell Hammett, America's leading detective fiction

writer and creator of Sam Spade, the hardboiled private

eye, and WilHam Spier, radio's outstanding producer-

director of mystery and crime drama, join their talents to

make your hair stand on end with the Adventures of Sam

Spade."

Announcement used at the middle break in each program.

"The makers of Wildroot Cream-Oil are presenting the

adventures of Dashiell Hammett's famous private de-

tective, Sam Spade."

Closing Announcement [copied from Exhibit 4a 8] :

"Wildroot Cream Oil presents The Adventures of Sam

Spade,' Dashiell Hammett's famous private detective, pro-

duced and directed by William Spier."

Here follows advertising mxitter which changes from

week to week. Then these words follow:

"Sam Spade is played by Howard Duff. Lurene

Tuttle is Effie. Next Friday author Dashiell Hammett

and producer William Spier join forces for another ad-

venture by Sam Spade, brought to you by the Wildroot

Company, makers of Wildroot Cream Oil for the hair."
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Alternate form of Closing Announcement [copied from

Exhibit 4b 46] :

"The adventures of Sam Spade, Dashiell Hammett's

famous private detective, is produced and directed by Wil-

ham Spier. Sam Spade is played by Howard Duff. The

Adventures of Sam Spade are written for radio by Bob

Tallman and Gil Doud, with Musical direction by Lud

Gluskin. This is Dick Joy reminding you that next Sun-

day author Dashiell Hammett and producer William Spier

join forces for another adventure with Sam Spade brought

to you by Wildroot Cream Oil—again and again—the

choice of men who put good grooming first."
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APPENDIX "B."

Title 17—United States Code—Copyrights.

Section 1. Exclusive rights as to copyrighted works.

Any person entitled thereto, upon complying with the

provisions of this title, shall have the exclusive right:

(a) To print, reprint, publish, copy, and vend the

copyrighted work;

(b) To translate the copyrighted work into other lan-

guages or dialects, or make any other version thereof, if

it be a literary work; to dramatize it if it be a non-

dramatic work; to convert it into a novel or other non-

dramatic work if it be a drama; to arrange or adapt it

if it be a musical work; to complete, execute, and finish

it if it be a model or design for a work of art;

(c) To deliver, authorize the delivery of, read, or

present the copyrighted work in public for profit if it be a

lecture, sermon, address or similar production, or other

nondramatic literary work; to make or procure the mak-

ing of any transcription or record thereof by or from

which, in whole or in part, it may in any manner or by

any method be exhibited, delivered, presented, produced,

or reproduced; and to play or perform it in public for

profit, and to exhibit, represent, produce, or reproduce it

in any manner or by any method whatsoever. The dam-

ages for the infringement by broadcast of any work re-

ferred to in this subsection shall not exceed the sum of

$100 where the infringing broadcaster shows that he was



not aware that he was infringing and that such infringe-

ment could not have been reasonably foreseen ; and

(d) To perform or represent the copyrighted work pub-

licly if it be a drama or, if it be a dramatic work and not

reproduced in copies for sale, to vend any manuscript or

any record whatsoever thereof; to make or to procure

the making of any transcription or record thereof by or

from which, in whole or in part, it may in any manner or

by any method be exhibited, performed, represented, pro-

duced, or reproduced; and to exhibit, perform, represent,

produce, or reproduce it in any manner or by any method

whatsoever.


